REMARKS 

Claims 1-2, 4, and 6-10 are pending herein. 

An RCE is filed herewith to enter the attached Information Disclosure Statement. 

I. The Japanese references. 

For the Examiner's convenience, Applicants have retrieved full English translations of 
the two cited Japanese references (Shigeki and Yoichi) from the Japanese Patent Office 
website and have attached copies of these documents. These documents will help to clarify 
the English abstracts of record. 

II. The rejection to claims 1 and 2 under 35 U.S.C. $ 103(a). 

The USPTO respectfully rejects claims 1 and 2 under 35 U.S.C. § 103(a) as being 
obvious over Yoichi (JP 2001-274332) in view of Shigeki (JP 1 1-1 1 1785). 

A. The cited references do not teach or suggest a protective resistor connected between the 
output pad and the feedback pad, as claimed in claims 1 and 2. 

Claim 1 claims in relevant part: 
"a feedback pad for inputting the feedback signal; and 

a protective resistor connected between the output pad and the feedback 
pad," (emphasis added) 

and claim 2 claims similar structures. It is respectfully not seen where the cited 
references teach or suggest the claimed structures quoted above. 

As applicants have previously argued in the response dated July 13, 2006, resistors 6a- 
6c in Shigeki Drawing 1 are not protective resistors connected between the output pad and 
the feedback pad , as claimed in claims 1 and 2. Specifically, pad Id is not a feedback pad 
because there is no feedback signal in Shigeki. Therefore, resistors 6a-6c cannot be the 
protective resistor claimed in claims 1 and 2 because this structure is not found between an 
output pad and a feedback pad, as required in claims 1 and 2. 

The USPTO respectfully attempts to counter this argument at page 2 of the Office 
Action by stating "[i]f a defect is present in bonding wires 3a-3c a signal i.e. a corrective 
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feedback signal is communicated to the device cells 2a-2c to trigger an [sic] protect the 
connected internal circuitry." However, it is respectfully asserted that this statement is 
technically incorrect because this description is not found anywhere in Shigeki. Instead, 
as noted in the abstract of Shigeki, pad Id is used merely to detect the resistance between 
leads 4 and 5; furthermore, there is no indication whatsoever that there is any feedback 
signal being input at pad Id, 

Therefore, it is respectfully asserted that Shigeki does not have a feedback pad, and 
that the USPTO has incorrectly read the Shigeki reference. Thus, because the protective 
resistor in present claims 1 and 2 is connected between the output pad and the feedback pad , 
Shigeki cannot teach or suggest this limitation without disclosing a feedback pad. 

Thus, it is respectfully asserted that Shigeki does not teach or suggest all the claimed 
limitations of claims 1 and 2, the USPTO has made a technical error, and therefore the 
obviousness rejection to claims 1 and 2 has been overcome. 

III. The rejection to independent claim 4 under 35 U.S.C. § 103(a). 

The USPTO respectfully rejects independent claim 4 under 35 U.S.C. § 103(a) as 
being obvious over Yoichi (JP 2001-274332) in view of Shigeki (JP 1 1-1 1 1785). 

A. The USPTO impermissibly relies on the Examiner's personal knowledge to cover a 
major claimed limitation. 

Claim 4 claims in relevant part 

"an output interconnection which connects the output terminal with the input 
terminal of said load device and which supplies an output of said 
semiconductor device to said load device; and 

a feedback interconnection which connects the feedback terminal with the 
input terminal of said load device or said output interconnection and which 
feeds back a voltage supplied to said load device, to said semiconductor 
device." 

It is respectfully noted that under 35 U.S.C. § 103(a) all of the limitations of the claims 
must be taught or suggested by the cited references or official notice must be taken (see 
MPEP 2144.03). 
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As MPEP 2144. 03A notes: "It is never appropriate to rely solely on 'common 
knowledge' in the art without evidentiary support in the record, as the principal evidence upon 
which a rejection was based. Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697." 

At pages 4-5 of the Office Action, the USPTO does not cite a reference or take official 
notice to teach the claimed structures quoted above. Instead, the USPTO relies on a 
statement of the Examiner's own personal knowledge , wherein the Examiner respectfully 
notes that: 

"Yoichi and Shigeki are silent on the teaching of an interconnection of 
output terminal and feedback interconnection associated with load. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Yoichi as modified by Shigeki to provide an 
interconnection of output terminal and feedback terminal to connect to a load 
" (emphasis added) 

However, the cited references do not appear to teach an output interconnection or a 

feedback interconnection, as claimed in claim 4, and the USPTO has not cited any other 

references to disclose this limitation. Instead, the Examiner uses his own personal knowledge 

to impermissibly "fill in the gaps" to cover a major limitation. MPEP 2144.03 (E) cites 

relevant case law to support the rule that: 

"Any rejection based on assertions that a fact is well-known or is common 
knowledge in the art without documentary evidence to support the examiner's 
conclusion should be judiciously applied. Furthermore, as noted by the court 
in Ahlert, any facts so noticed should be of notorious character and serve only 
to Till in the gaps' in an insubstantial manner which might exist in the 
evidentiary showing made by the examiner to support a particular ground for 
rejection. It is never appropriate to rely solely on common knowledge in 
the art without evidentiary support in the record as the principal evidence 
upon which a rejection was based. SeeZurko,258F.3dat 1386, 59USPQ2d 
at 1697; Ahlert, 424 F.2d at 1092, 165 USPQ 421." ( emphasis added) 

Additionally, the claimed structures quoted above are important and non-trivial 
because they improve the load regulation of the claimed apparatus. Specifically, present 
Figure 1 illustrates one embodiment of the claimed structure quoted above. The 
interconnection at output terminal Po2 results in the output voltage Vo being fed back as 
feedback voltage Vfb. Therefore, a voltage drop in bonding wire Wol will not affect the 
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output voltage Vo, thus improving the load regulation property (see also page 1 1 of the 



present specification). 

Furthermore, the claimed structures quoted above are not common knowledge. As 
noted on page 2 of the present specification, conventional devices have separate 
connections to the output pin for the output pad and the feedback pad. Thus, feedback in 
these conventional devices will not be performed if the connection between the feedback pad 
and the output pin is severed by a faulty connection. 

Thus, because the claimed limitation quoted above is important and not common 

knowledge, applicants seasonably challenge the Examiner's reliance on personal 

knowledge and respectfully require that a reference be cited. See MPEP 2144.03 stating: 

"C. If Applicant Challenges a Factual Assertion as Not Properly Officially 
Noticed or not Properly Based Upon Common Knowledge, the Examiner Must 
Support the Finding With Adequate Evidence 

To adequately traverse such a finding, an applicant must specifically point out 
the supposed errors in the examiner's action, which would include stating why 
the noticed fact is not considered to be common knowledge or well-known in 
the art. See 37 CFR 1.111(b). See also Chevenard, 139F.2dat713,60USPQ 
at 241 ("[I]n the absence of any demand by appellant for the examiner to 
produce authority for his statement, we will not consider this contention."). A 
general allegation that the claims define a patentable invention without any 
reference to the examiner's assertion of official notice would be inadequate. If 
applicant adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if 
the rejection is to be maintained . See 37 CFR 1.104(c)(2). See also Zurko, 
258 F.3d at 1 386, 59 USPQ2d at 1697 ("[T]he Board [or examiner] must point 
to some concrete evidence in the record in support of these findings" to satisfy 
the substantial evidence test). If the examiner is relying on personal 
knowledge to support the finding of what is known in the art, the 
examiner must provide an affidavit or declaration setting forth specific 
factual statements and explanation to support the finding . See 37 CFR 
1.104(d)(2)." (emphasis added) 

Thus, applicants respectfully assert that the rejection to claim 4 has been overcome. 

B. The USPTO appears to use impermissible hindsight to totally redesign the cited 
references. 
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On pages 4-5 of the Office Action, the USPTO respectfully notes that the cited 
references do not teach or suggest the claimed interconnection structures quoted above in part 
III.A. However, the USPTO argues that it "would have been obvious ... to modify Yoichi as 
modified by Shigeki to provide an interconnection of the output terminal and feedback 
terminal to connect to a load, to enable the output voltage of the semiconductor to connect to a 
load." 

In response, applicants respectfully assert that it is not obvious to totally redesign 
Yoichi and Shigeki to include a feedback interconnection which connects the feedback 
terminal with the input terminal of said load device, as claimed in claim 1 . Thus, the 
USPTO' s reasoning is improper because as discussed in MPEP 2143.01, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify or combine reference teachings. This . 
motivation is not present. 

Specifically, the USPTO's proposed motivation of "enabling] the output voltage of 
the semiconductor to connect to a load" would not suggest a feedback interconnection with 
the input terminal of the load device because the output voltage could be connected to the load 
with or without a feedback interconnection. In other words, the desire to connect the output 
voltage to a load in no way requires that the feedback also be connected to the load by an 
interconnection. 

Instead, what may have occurred is that, because the present specification discusses 
the advantages of having a feedback interconnection at page 1 1, the USPTO may have read 
the specification and used an improper "hindsight analysis" to argue that totally redesigning 
the cited references to include a feedback interconnection would be obvious. This is an 
improper analysis, as discussed in MPEP 2145 X: 
"A. Impermissible Hindsight 

Applicants may argue that the examiner's conclusion of obviousness is based 
on improper hindsight reasoning. However, n [a]ny judgment on obviousness is 
in a sense necessarily a reconstruction based on hindsight reasoning, but so 
long as it takes into account only knowledge which was within the level of 
ordinary skill in the art at the time the claimed invention was made and does 
not include knowledge gleaned only from applicants disclosure, such a 
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reconstruction is proper." In re McLaughlin 443 F.2d 1392, 1395, 170 USPQ 
209, 212 (CCPA 1971)." (emphasis added) 

Thus, applicants respectfully argue that it would not be logical, obvious or 
straightforward to totally redesign the cited references to include the claimed structures of 
claim 4, and thus the obviousness rejection to claim 4 has been overcome. 

IV. Appeal. 

Applicants respectfully note that technical errors in the USPTO's reasoning have been 
pointed out in the response dated July 13, 2006, and also repeated in this response. Therefore, 
this appears to be a clear technical error that is readily appealable. 
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V. Conclusion . 

Reconsideration and allowance of all of the claims is respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 06-1 130. 

Please contact the undersigned for any reason. Applicants seek to cooperate with the 
Examiner including via telephone if convenient for the Examiner. 



Date: November 20, 2006 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfield, CT 06002 
Telephone (860) 286-2929 
Facsimile (860)286-0115 
Customer No.: 23413 



Respectfully submitted, 



CANTOR COLBURN LLP 




Daniel P. Lent 
Registration No. 44,867 
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